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REMARKS 

In the Office Actionj the Examiner noted that claims 1-5 1 are pending in the 
application, and that claims 1 -SI are rejected. By this Amendment, no claims have been 
amended, and claims 52^53 have been added* Tfaua^ claims 1-53 are pending in the 
application. 

The Examiner's rejections aie traversed below. 

Prior Art Relectlons 

Claims 1-51 are rejected under 35 U.S.C. Section 103 as being obvious in view of 
MaharU.S. Patent 6,769-228- Absher U.S, Patent S-298.104- Biaheir U-S, Patent 6,688^6 
and Kramer U.S. Patent 5,570»S68. Applicant respectfully disagrees. 

Applicant provides Ifae following xemaifcs. First, the Mahar patent was filed on July 
26, 2002, which is only 2 weeks before the priority date of the present application, i.e«, 
August 7, 2002. Applicant is submitting herewith a partial copy of the technical 
documentation associated with the present invention illustrating tiie overall invention design 
having a date of April 23, 200 1 . Applicant is also submitting herewith a declaration under 37 
CPK 1 ,131 by the inventors confirming Hbst the invention was conceived at least by April 23, 
2001 , and diligently reduced to practice at least prior to July 26, 2002. Therefore, withdrawal 
of this rejection on this basis alone is respectfully requested. 



-15- 

USIDOCS50a7««7vi 



PAGEim8'RCVDAT5/11/20051:48:23PM [Eastern Daylight Tiine]*SVR:USPTO-EFXR^^ 



05/11/2005 12:57 FAX 212 230 8888 



VILMER CUTLER PICKERING 



@018/048 



Serial No. 10/<34^91 

Attorney Docket No. 103864.140US1 

In addition, the Mahar patent does not directly relate to fhe bagger system of the 

present invention, but is generally related to an overall automated pacldDg system having a 

paddng controller that calculates package weight based on container weight Tfaus^ Mahar 

does not describe the combination of elmients in the bagger system in the present invention. 

For examplei the Mah^ patent does not disclose or suggest ^ claimed elements of ^a 
fizst plurality of lolleiB contacting the bag film. . . and being driven to convey the bag film." 
In addition, the patent does not disclose or suggest "a second plurality of rollers. , . to 
convey the plurali^ of labels and backing materials for indicia to be printed fheieon/' In 
addition, the Mahar patent does not appear to show or suggest *^ label removal and tamp 
mechanism. . . that selectively removes the printed label containing inibrmation corresponding 
to the particular order fcom the backing materiaL"* The Mahar patent also does not appear to 
show or suggest the feature of^ third sensor for detecting a position of a perforation between 
die bag and a second bag." Furfiier, the N^is patent does not showr or suggest that the 
plurality of rollers rotates in a second direction subsequent to sealing the bag to break a 
perfiiration between the bag and a second bag." Accoridn^, Applicant respeetfiilly subnuts 
that the Mahar patent does not show many of the fisatiires of the present invention. 

The Examiner states that in connection with clahns 4, 12-1 S, 22, 30-34 and 44 it is 
mhecent to provide these features. Applicant disagrees. Specifically, mherency and 
obviousness are separate and unrelated concepts. As stated by the Court of Customs and 
Patent Appeals: 
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[Tlie] ixiheiracyofanadvanta^ and its obviousness aieea^^ 

questions. That ^vliich may be inherent i$ not necessarily known. Obviousness cannot 

be pxedicated on what is unknown. 

In re Spormann. 363 F.2d 444» ISO USPQ 449. 452 (C.C.PA. 1966). See also 

MEHI/BwpmelntlCofp. v. MUgrmm. 192F.3d 1362. 1365» 52USPQ2d 1303. 1305-06 

(Fed. Cir. 1999) ("Inherency is not necessarily cotenninous with the knowledge of those of 

ordinaiy skill in the ait. Artisans of onlinaiy skill niay not lecognize the inherimt 

characteristics or fimctioning of tbe pdac art"). 



Further, the Patent Office Board of Patent Ai»pea]s and Intetfeiences has similarly 

slated: 

[T|he examiner talks in tezms of inherency (which is really an anticipation rationale) 
while on tiie ottier hand the examiner talks in terms that it would have been obvious to 
experiment to divine optiznum conditions. Inherency and obviousness are 
somewhat like ofl and water - they do not mix well, Claimed subject matter can be 
antiGipated because a prior art reference describes a mediod which inherently meets 
the limitations of a claimed method. Claimed subject matter can be unpatentable for 
obviousness wh6n> notwithstanding a diSbrence between that subj ect matter and a 
prior art reference^ the claimed subject matter, as a whole, would haro been obvious. 
However^ when an exammer relies on inherency, it is incumbent on the examiner to 
point to the "page and line** of the prior art which justifies an inherency theory. 

Ex parte Schrlcker, 56 USPQ2d 1723, 172S (B.PJ^J. 2000) (unpublished). 

Accordingly, Applicant requests die Examiner to provide a prior art references or afBdavit 

under 37 CFR 1.104(dX2) to support this rejection, hi the absence of eidier. Applicant 

respectflilly requests the Ebcaminer to withdraw Ae rejection. 



Applicant further respectfiilly submits that the secondary prior art references are also 
unrelated to the present invention. 
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For exaxxiple, Absher describes a voique type of shopper's coupon and method of 
applying it to grocery shopping bag$. la Absher. flic coupon is adbeied to a backing paper that 
is in turn applied to a grocery bag (either plastic or paper) in the bag making process. The 
coiq?ons are preprinted (on both sides), and are ^ the same fiw a given mn. Theadhesive 
stays with the backing paper so fbat fliere is no residue on flie coupon when it is removed 
firai the bag, hi contrast, in the present invention^ the labels are not preprinted, patient 
specific, and they are not meant to be removed fiom the bag, Furdier, Absher relates to 
grocery bags, and the bagging machine of the present invention is not related at all to grocery 
bags but is related to a shipping bag md/oi container where a patient specific order is ms^ted 
therein. 

In addition, the Absher pat^t i^iezs to a "blow on" mediod of label application 
(typical of a Labelaire machhie). In contrast, in at least one embodiment of die pteseaat 
invention, the present hrvention utilizes a transfer pad flurt physically presses the pressure 
sensitive label onto the bag befine it is loaded. In addition^ in at least one embodiment* a 
sensor detects a perforation between preiK»med bags» using that infomiatian to stop the bag 
and open it for loading. Further* the ]»esent invention is, in at east cme embodiment, utilized 
with, in combination and/or part of an Qverall order consolidation and bag packing system, 
whereas the Absher patent describes a stand alone machuiB for &bricating bags with 
removable coupons af&ced to each bag. Smce the bags in Absher are *'shoppmg bags**, there 
is no mention of how the bags are loaded or sealed. 

The Mahar patent relates to an overall packing system used for weighing contents in a 
shipping container, and just happens to mclude a bagger. However, very little in Mahar is 
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mentioned regarding ifae actual bagging machine. Tbe Mahar method uses vacuum plates 
placed above and below the horizontal bag. Tbe vacuum holds the bottom side of the bag 
down whfle the upper vacuum plate lifis the entire top side of ttie bag upwazd. In at least one 
embodiment of the present invention, one side of die vertical bag is still attached to the web, 
while Ifae tc^ edge of the other side is engaged by a gripper mechanism 'diat grabs hold of the 
lip of tbe bag and moves it outward to open the moulfa of the bag. 

1a addition! flie^^har patent uses a horizontal bagger where a mechanical device 
grips the contents, physically moves it into tbe open bag, then releases the contents inside the 
bag, and finally retracts the loading device out of the bag. In the present invention, however, 
in at least one embodiment, a release mechanism moves flie contents toward tbe mouft of the 
bag, and the force of gravity causes the contents to travel into tbe bag by, e,g., dropping the 
contents into the bay below, from a location above die bag. Thus^ d)6 Mahar method is 
inherently slower than the present invention because the bag loading mechanism must travel 
into the bag to make sure that contents actually get into ibe bag. 

Ibe Brahier patent describes a maobme for bag feeding and loading for printing 
in&rmation on the bag by integrating a commercially available printing machine. 
Accordingly, the Brahier patent is unrelated to tftepcesentinventton that prints patient 
specific infimnation on a label that is applM to a container or bag. tn addition, as described 
below, the Brahier patent cannot be used in the present invention, and therefore, Applicant 
respectfully submits that any rejection relying on the BTahMr patent must be wididrawn. 
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For example, in the BralriCT patent, a jet of air is used to get flie bag to move 

downward. In ccRQirast, in die present invention* in at last one enibodiment, tixe upper roller Is 

used to aim the bag downward (rather than out) when the bag is deployed. This downward 

motion is one important fictor in being able to speed op die machine cycle time. 

In addition^ in the BraUor patent, a notched nip roller and inteEweaving spring fingers 
are used to keep the bag material fiom wrapping avound the nip roller radier dum deploying 
downward for openii^ and loading, hi the present Invention, however, label application (as 
opposed to printing on the bag) allows for controlled tension on the bag web while deploying 
the bag fx opening and loading. Aocordin^y, the present invention has no need for the 
complex and cumbersome notched nip roller and interweaving spcix^ fingers in the ftnaiiieip 
patent 

Ihereforep die Brahier system and mediod is inherenfly slower dian the present 
invendon because die '"printing on die bag" operation takes longer dian die label application 
operadm. Esdmates are that die g^iS bagger would load 7 to 9 bag? eadiininiite, as 
compared to the present mvention where speeds are in CKcess of IS bags pei minute. In 
addition, die Brahtor patent describes merely a stand alone machine for forming bags and 
printing unique label information on each bag. There is no mention ofhow this bagger is 
integrated into an overall order consolidation and packagmg system^ as in die present 
invention. 

Ihe Kramer patent describes a mefiiod for sealing a bag while simultaneously 
reversing the nip rollers to separate the loaded bag from the w^. While acc^table for a 
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slower speed bagger, Kfamftr is still piobl^nat^ lesolling in some bags having poor seals 
(ftt seal gets definmed be the tension that is applied to separate the loaded bag from the 
web), hi at least one embodiment, the present invention separates the loaded bag ftom the 
web first, then seals the bag (all bags have good quality seals). In addition, while Kramer 
allows for both ''automatic*' as well as "seun-automatic'' operation, the safety features in the 
KramCT design are consistent with a semi -automatic machine (an operator must load the beg 
and actuate the sealing sequence). 

in addition, the Knuner patent makes reference to a ^Ixigging machine system'^ with 
multiple baggeis controlled by a oentral computer. In conlias^ the present invention has 
improved upon this concept by de signing the bagger witii an onboard controller tiiat has die 
capability to nm all functions of the bagger when it is in an ofiT line set up mode. When ttie 
bagger is plugged into tiie overall order consolidation and packing station, die station 
controller takes over and coardinatea the bagger function witii the order consolidation and 
loading function. 

FurtheTj the Kramer patent describes a stand alone machine for loading and sealing 
bags. There is no mention of how this bagger is integrated into an overall order consolidation 
and packaging system. 

Without conceding that tiie prior art shows any of the elements o^ for example, claim 
1, the pticx art does not disclose, for example, the combination of limitations recited hi claim 
1, mchidii^ *'a first plurality of rollers, contacting a bag film comprising a plurality of bags, 
each of die bags delunited by a perforation, said first phnality of rollers defining an area 
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through which die bag film is conveyed, and lotatiiig in concert in a firat dhection to convey 
the bag fifan, at least one of said pluialiiy of lolleis being driven to convey tfie bag fiiwi; a 
printer for printing a plurality of labels, each label containing information corresponding to a 
particular order, disposed on a bacldng material; and a second plurality of rollers contacting 
the plurality of labels and 4ie bacldbqg material, said second phuality of roUecs defining an 
area tlizough which ^e plurality of labels and the backing material are conveyed, and rotating 
in concert to coitvey the phiraUly of labels and the backing 

thereon."* In addition, claim 1 recites, in combination, *^ label removal and tamp mechanism 
that receives at least one printed label containing information con^sponding to the particular 
order, selectively removes die printed label contalnhig information coneq>onding to fhe 
particular order JErom die backing material, and places tl^ 

Even combining die teachmgs of the prior art Ibe combination of elements of cl^ 1, 
when interpreted as a whole, is not disclosed. As the combination of elements of claim 1 are 
not disclosed when claim 1 is interpreted as a whole, Applicants respectfoUy request that the 
Examiner withdraw fhe rejection witfi reflect to claim 1 and its dependent claims 2-19, which 
incorporate all of die features of claim 1 . Moreover, dependent claims 2-19 are indq)endendy 
patentable based on the combination of elements recited dierein. 

For example, dependent claim IS recites, in combination, "a switch diat i$ engaged by 
said cam, wherein one of said second plumlity of rollers comprises a label roll, and wherein 
when said switch is eng^d by said cam, labels are dispensed torn said label rolL" 
Accordingly, for diese reasons, and for die reasons described above. Applicant re&fpectfiilly 
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submits fhat claims 2-1 9 patentably distinguish over the prior art Withdrawal of this rejection 
is zespectfiiUy requested. 

Remaining Claims 20-51 and New Claims S2-S3 
Applkmt respectfidly submits that the combination of limitations in each of die 
independent and dependent claims 20-53 patentably distinguishes over the prior art 
Withdrawal of thia rejection is respectfully requested 

In addition, each of the combination of limitations recited in claima 20-53, includes 
additional limitations not shown or suggested by the prior art Ilierefbre^ for these reasons as 
well. Applicant lespeotfiiUy requests withdrawal of the rejection. 

Por example, dependent claim 30 recites "'said second dancer BssenAly compri 
roller under a biasing fbrce. said roller moving dynamically as labels ore received by said 
printer." 

Further, there is no motivatioQ shown to combine tiie prior art dted by die Examiner, 
and even if these teachings of the prior art, the combination of elements of claims 1-53, when 
each is interpreted as a whole, is not disclosed. As the combinatian of elements in the claims 
is not disclosed, Applicant respectfully requests that the Examiner withdraw the rejections. 
Accordingly, for these reasons, and for the reasons described above. Applicant respectfully 
submits that claims 20-53 patentably distinguish over the prior art Witiidrawal of this 
rejection is lespectfblly requested. 
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In view of the above arguments* Applicant lespectflilly contends that the art of lecotd, 

takm alone or in combination, does not disclose all of the features of ihe present tnvendon as 

claimed in claims 1-S3. As sucb» Applicant respectfully requests allowance of claims 1-53. 
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CONCLUSION 

Applicants respectfiiUy submit that, 09 described above* the cited prior art does not 
show or suggest the combination of featuzes zedted in the claims. Applicants do not concede 
that the cited prior art shows any of the dements tecited in the claims. However, Applicants 
have provided specific examples of elements in the claims that axe clearly not piesent in the 
cited prior art. 

In addition, each of the combination of limitations recited in the claims includes 
additional Itmilations not shown or suggested by the prior art. TheiefoTe, fixr these reasons as 
well, Applicants respectfully request wididiawal of the rejection. 

Further, iheie is no motivation shown to combine the prior art cited by the Examiner, 
and evm if these teachings of the prior art are combmed, ^ combination of elements of 
claims, when each is interpreted as a whole, is not disclosed in the Examiner's proposed 
combination. As the combination of elem^ts in each of the claims is not disclosed, 
Applicants respectfully request that the Examiner withdraw tbe rcrjections. 

Applicants strongly emphasize that one reviewing the pcoaecution history should not 
mtexpret any of the exanq>les Applicants have described herein in connection with 
distinguishing over the jwior art as limiting to those specific features in isolation. Rather, 
Applicants assert that it is the combination of elements redted in each of ifae claims, when 
each claim is mtexpreted as a whole, which is patentable. Applicants have emphasized certain 
features in the claims as clearly not present in the cited references, as discussed above. 
However, Applicants do not concede that other features in the claims are found in the prior 
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axt Ratiier, for tbe sake of simplidtjr^ Applicants are providing mmnplgg of why die claims 
described above aie distinguishable ovot the cited prior art 

Applicants wish to clarify fbr ifae record, if necessary, that the claims have been 
axnendad to expedite prosecution. Nfbxeover, Applicants reserve the right to pursue die 
original subject matter recited in the present claims in a continuation application. 

Ai^ narrowing ameddments made to the claims in the pr ese n t Amendment are not to 
be conshiied as a surrender of any subject matter between die original claims and the piesent 
claims; rather mmly Applicants' best attempt at providing one or more definitions of ^at 
the Applicants believe to be suitable patot protection, hi addition, die piesent claims provide 
the intended scope of protection that Applicants are seeking for this application. Thexefore, 
no estoppel should be presumed, and Applicants ' clahna am intended to inohide a scc^e 6f 
protection under the Doctrine of Equivalents. 

Further, Applicants hereby retract any arguments and/oar statements made during 
{TOsecution that were rejected by the Examiner during prosecution and/or were 
uxmecessary to obtain allowance, and only Tnafn tait>fi die arguments ttat persuaded the 
ETcaminer with req)ect to the allowability of die patent claims, as one of ordinary skill would 
understand fiom a review of the prosecution histoiy. That is, Applicants specifically retract 
statements that one of ordinary skill would recognize fiom reading tbe file history were not 
necessary, not used and/or were rejected by die Examiner in allowing the patwt application. 
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For all the leasons advanced above> Applicants fespectfiitty submit Ifaat flie lejedians 
have been overcome and should be withdrawn. 

For all the reasons advanced above^ Applicants lespectfuUy submit that fhe 
Application is in condition £ar allowances and tiiat such action is earnestly solicited. 
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The Commissioner is h^by autborized to chaige any additional fi^ wbich may be 
xequiied fort this Amendment, or eredit any ovecpayment to Deposit Account No. 08-0219 

In the event that an Extension of Time is leqoiied, ot which may be requited in 
addition to requested in a petitiw for an Extension of Time, the Commissianer is 
requested to grant a petiticm for that Extension of Time which is required to make this 
xesponse timely snd is hereby authorized to charge any fee for such an Extension of Time or 
credit any oveipaymmt for an Kctension of Time to Deposit Account No. 08-0219. 

« 

Respectfiilly submitted, 

Wilmer Cuder Pickering Hale and Donr LLP 




L H« Donner 
Ri^istiatiCMiNo. 35,120 



399 Park Avenue 
New York, NY 10022 
TEL (212)230-8887 
FAX (212)230-8888 

Date: Sll'lo5 
IHD/tBs 
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